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Control No. Patent Under Reexamination
Notice of Intent to Issue 90/006,831 5838906
Ex Parte Reexamination Certificate Examiner Art Unit
St. John Courtenay Il 3992

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- -

1. X] Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is
subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(a). A Certificate will be
issued in view of
(@ Patent owner's communication(s) filed: 12 October 2004.

(b) [J Patent owner’s late response filed:

(c) [ Patent owner's failure to file an appropriate response to the Office action mailed:
d) [J Patent owner’s failure to timely file an Appeal Brief (37 CFR 41.31).

(e) J Other:

Status of Ex Parte Reexamination:

(f) Change in the Specification: [] Yes []No
(g) Change in the Drawing(s): (] Yes [J No
(h) Status of the Claim(s):

(1) Patent claim(s) confirmed: 1-10.

(2) Patent claim(s) amended (including dependent on amended claim(s)):
(3) Patent claim(s) cancelled:

(4) Newly presented claim(s) patentable:

(5) Newly presented cancelled claims:

2. [X] Note the attached statement of reasons for patentability and/or confirmation. Any comments considered
necessary by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly
to avoid processing delays. Such submlsswn( ) should be labeled: “Comments On Statement of Reasons for
Patentability and/or Confirmation.”

3. X] Note attached NOTICE OF REFERENCES CITED (PT0-892).
4. Note attached LIST OF REFERENCES CITED (PTO-1449 or PTO/SB/08).

5. [] The drawing correction request filed on is: [Japproved [ disapproved.

6.0 Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).
a)lJAl b)[JSome* ¢)[]None of the certified copies have

] been received.

[] not been received.

[] been filed in Application No. .

[ ] been filed in reexamination Control No.

(] been received by the International Bureau in PCT Application No.

* Certified copies not received: ____
7. [ Note attached Examiner’'s Amendment.
8. (X Note attached Interview Summary (PTO-474).
9.(J other: ____.
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7.U0HN COURTENAY W
pR.MAnv EXANINGR

St. John Courtenay Il
Primary Examiner
Art Unit: 3992

cc. Requester (if third party requester)

.U.S. Patent and Trademark Office :
PTOL-469 (Rev.9-04) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No 20050823




Control No. Patent Under Reexamination
Ex Parte Reexamination Interview Summary | 90/006,831 5838906

Examiner Art Unit

St. John Courtenay il 3992

All participants (USPTO personnel, patent owner, patent owner's representative):

(1) St._John Courtenay il (3) Michael D. Doyle
(2) Mark Reinhart . (4) Charles Krueger .

Date of Interview: 18 August 2005

Type: a)[] Telephonic b)[] Video Conference
c)X Personal (copy given to: 1)[] patentowner  2)[X patent owner’s representative)

Exhibit shown or demonstration conducted: d)X] Yes . e)[] No.
If Yes, brief description: Powerpoint presentation of Patent Qwner's arguments.

Agreement with respect to the claims )] was reached. g)[] was not reached. h)X] NJ/A.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to...”

Claim(s) discussed: 1 and 6.

Identification of prior art discussed: Mosaic (APA), Berners-Lee, Raggett | & II, and Toye.

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:

The Patent Owner presented a Powerpoint presentation summarizing the Patent Owner's arquments of record. The -
Examiner informed the patent owner that OPLA was reviewing the Viola code to determine if it should be considered as a
prior art publication.

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims
patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims
patentable is available, a summary thereof must be attached.)

A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE

LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW

(37 CFR 1.560(b})). THE REQUIREMENT FOR PATENT OWNER'S STATEMENT CAN NOT BE WAIVED. EXTENSIONS
OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

ST.JOHN COURTENAY i
PRIMARY EXANINER
cc: Requester (if third party requester) . Exa ner's signature, if r red

U.S. Patent and Trademark Office
PTOL-474 (Rev. 04-01) Ex Parte Reexamination Interview Summary Paper No. 20050823




UNITED STATES DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

REEXAMINATION

REASONS FOR PATENTABILITY / CONFIRMATION

Reexamination Control No. 90/006,831 Attachment to Paper No. 20050823.
Art Unit 3992.

See attached “Examinér‘s Statement of Reasons for Patentability / Confirmation.”

ST. JOHN COURTENAY 1K
PRIMARY EXANENER

%VWLW

Examiner's Slgnature)’,
PTOL-476 (Rev. 03-98)



Reexamination/Control Number: Page 2
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Examiner’s Statement of Reasons
for Patentability and/or Confirmation

The following is an Examiner's statement of reasons for patentability and/or
confirmation of the claims found patentable in this reexamination
proceeding.

Summary

At the outset, it is noted that the previous Examiner of record admitted in
making the rejection under 35 U.S.C. §103 of independent claims 1 and 6
that the cited four-way combination of the patent owner’s admitted prior art

(APA), Berners-Lee, Raggett I, and Raggett II, does not explicitly teach a
method that enables interactive processing of an object:

The combination of patentee's admitted prior art in view of Berners- Lee,
Raggett I, and Raggett II does not explicitly teach a method that ‘enables
interactive processing of said object.” The combination teaches a method that
embeds static objects, as opposed to dynamic objects, with distributed

hypermedia documents [see Office Action mailed Oct. 16, 2004, page 6, lines
18-21].

The previous Exammer then applied a fifth reference (Toye) to the
combination and asserted:

Toye on the other hand discloses a distributed hypermedia system in which a
hypermedia browser allows a user to interactively process an object
embedded within a distributed hypermedia document (See Toye: p. 40
description of NoteMail, particularly p. 40, col. 2, first paragraph).

An Examiner’s statement of reasons for confirmation and/or patentability is
set forth below in the form of a reply to the Patent Owner’s detailed
arguments of record. The Patent Owner’s arguments are shown in italics
below. In addition, the "DX37” Viola code has been considered by the PTO as
a prior art publication. The Viola code issue is addressed at the end of the
response to the Patent Owner’s detailed argument
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Examiner's Response to Patent Owner’s Detailed Argument

PART I. The establishment of a prima facie case of obviousness
requires that all the claim limitations must be taught or
suggested by the prior art. MPEP §2143.03

None of the references of the proposed combination, when
considered either individually or collectively, teach or suggest
the claimed features of the Applicants’ invention. Accordingly, a
prima facie case of obviousness has not been established,

a. There is no suggestion or teaching in either Toye, the
admitted prior art (Mosaic), Berners-Lee, Raggett I or Raggett II
of automatically invoking an external application to execute on a
client computer, when an embed text format is parsed, to
display and interactively control an object in a display window in
a hypermedia document received over a network from a network
server, being displayed in a browser-controlled window on the
client computer.

In response, the Examiner finds the Patent Owner’s argument i(a)
persuasive for at least the following reasons:

'As_acknowledged by the previous Examiner, the cited four-way combination
of the patent owner’s admitted prior art (APA), Berners-Lee, Raggett I, and
Raggett II, “does not explicitly teach a method that ‘enables interactive
processing of said object.” The combination teaches a method that embeds
static objects, as opposed to dynamic objects, with distributed hypermedia
documents” [see Office Action mailed Oct. 16, 2004, page 6, lines 18-21].

During patent examination, the pending claims must be "given their
broadest reasonable interpretation consistent with the specification." In re

Hyatt, 211 F.3d-1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000).
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Accordingly, with respect to the scope of the claimed “interactive
processing,” the Examiner must apply the broadest reasonable interpretation
consistent with the specification. '

To be consistent with the specification, the claimed “interactive processing”

necessarily requires some capability 'of ongoing real-time manipulation and
control by the user of the object displayed within the browser-controlled

window,

In particular, the claimed “interactive processing,” when properly construed
in @ manner consistent with the specification, requires:

“Interprocess communication between the hypermedia browser and the
embedded application program is ongoing after the program object has
been launched” [see instant ‘906 patent, col. 7, lines 1-4].

Static objects disclosed by the prior art of record, such as graphical images
of mathematical formulas (see e.g., the use of the EMBED tag in Raggett I at
the bottom of page 6) are incapable of providing “interactive processing” as
required by the instant *906 claims because the application that renders the
static object terminates after the rendering step and prior to the complete
display of the web page.

With respect to prior art of record that uses colored or otherwise iden‘tiﬁable
active areas superimposed on a coordinate grid of a static image map (e.g.,
see the use of the “ismap” attribute and “<figt ” tag in Raggett I - see
"Active areas” on page 13; see also U.S. Patent 4,847,604 to Doyle), these
“map” images are created by an executable rendering application that
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generates the static “map” image and then terminates prior to the complete
display of the web page. '

The aforementioned prior art “map” images are static in the sense that the
user cannot interactively change the appearance of the “map” image, but
are also active in the sense that the user can interactively click on an-active

region or area within-the map and trigger a URL that is invoked by the Web :
browser application.

Significantly, with respect to active maps and the like, it is the browser
application (i.e., not an executable abplitation separate from the browser
'application) that makes the active areas “interactive” by waiting for user

- input, typically in the form of a mouse click [see e.g., Raggett I, page 13, 1%
sentence under “Active areas”]. |

‘Because the aforementioned prior art executable rendering applications
terminate after generating the static image, it is axiomatic that there is no
ongoing interprocess communication between the browser and the
executable application. Therefore, there is no ongoing real-time
manipulation and control by the user of the object displayed within the
browser-controlled window, as required by the instant ‘906 claims when the
claim element “interactive processing” is properly construed in a manner
consistent with the specification of the ‘906 patent.

The instant 906 patent specification makes liberal use of the term
“interactive” as being synonymous with “manipulate” and “control” in an

ongoing real-time setting:
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See ‘906 Patent, col. 6, lines 40-47:

Thus, it is desirable to have a system that allows a user at a small client
computer connected to the Internet to locate, retrieve and manipulate data
objects when the data objects are bandwidth-intensive and compute-
intensive. Further, it is desirable to allow a user to manipulate data objects
in an interactive way to provide the user with a better understanding of

information presented and to allow the user to accomplish a wider variety of
tasks. :

See ‘906 Patent, col. 6, lines 50-62:

The present invention provides a method for running embedded program objects in a
computer network environment. The method includes the steps of providing at least
one client workstation and one network server coupled to the network environment
where the network environment is a distributed hypermedia environment;
displaying, on the client workstation, a portion of a hypermedia document received
over the network from the server, where the hypermedia document includes an
embedded controllable application; and interactively controlling the
embedded controllable application from the client workstation via communication
sent over the distributed hypermedia environment. '

See 506 Patent, col. 6, lines 63-67 cont’d col. 7, lines 1-6:

The present invention allows a user at a client computer connected to a network to
locate, retrieve and manipulate objects in an interactive way. The invention not
only allows the user to use a hypermedia format to locate and retrieve program
objects, but also allows the user to interact with an application program located at a
remote computer. Interprocess communication between the hypermedia
browser and the embedded application program is ONGOING after the -
program object has been launched. The user is able to use a vast amount of
computing power beyond that which is contained in the user's client computer.

See '906 Patent, col. 9, line 66 cont'd col. 10, lines 1-16:

After application client 210 receives the multidimensional data object 216,
application client 210 executes instructions to display the multidimensional embryo
data on the display screen to a user of the client computer 200. The user is then able
to interactively operate controls to recompute different views for the image
data. In a preferred embodiment, a control window is displayed within, or adjacent
to, a window generated by browser client 208 that contains a display of hypermedia
document 212. An example-of such display is discussed below in connection with
FIG. 9. Thus, the user is able to interactively manipulate a multidimensional
image object by means of the present invention. In order to make application client
210 integral with displays created by browser client 208, both the browser client and
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the application client must be in communication with each other, as shown by the
arrow connecting the two within client computer 200. The manner of communication
is through an application program interface (API), discussed below.

See '906 Patent, col. 10, lines 47-56:

In the present example where a multidimensional image object representing ,
medical data for an embryo is being viewed, application server 220 could
perform much of the viewing transformation and volume rendering
calculations to allow a user to interactively view the embryo data at their
client computer display screen. In a preferred embodiment, application client
210 receives signals from a user input device at the user's client
computer 200. An example of such input would be to rotate the embryo
image from a current position to a new position from the user's point
of view. ’ '

See ‘906 Patent, col. 16, lines 18-20.

FIG. 9 is a screen display of the invention showing an interactive
application object (in this case a three dimensional image object) in a
window within a browser window. In FIG, 9, the browser is NCSA Mosaic
version 2.4. The processes VIS, Panel and VRServer work as discussed above.
FIG. 9 shows screen display 356 Mosaic window 350 containing image window
352 and a portion of a panel window 354. Note that image window 352 is
within Mosaic window 350 while panel window 354 is external to Mosaic
window 350. Another possibility is to have panel window 354 within Mosaic
window 350. By using the controls in panel window 354 the user is able
to manipulate the image within image window 352 in REAL TIME to
perform such operations as scaling, rotation, translation, color map
selection, etc.

The Examiner submits that this interpretation is reasonable and also
consistent with the interpretation that those skilled in the art would réach.
See In re Cortright, 165 F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir.
1999), “The broadest reasonable interpretation of the claims must also be

consistent with the interpretation that those skilled in the art would reach.”
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The above discussion does not mean that the use of static objects precludes
| interactivity. One may reasonably argue that the use of static graphical
images that contain superimposed active areas or sections (e.g., through the
use of the “ismap” attribute and "<figt " tag in Raggett I, supra) enable
“interactive processing” in the senée that when a user clicks the mouse over
an active area, a URL call to a server is generated by the browser; however,

this is not the same kind of “interactive processing” required by instant

claims 1 and 6 of the ‘906 patent.

In the case of the Raggett I “ismap” attribute, Raggett explicitly discloses:

“The ismap attribute causes the browser to send mouse clicks on the fiqure,
back to the server using the selected coordinate scheme” [see Raggett I,
page 13, 1% sentence under “Active areas”].

Asis clearly indicated by Raggett I, it is the browser application that

responds to the mouse click that occurs over an active region identified by a
coordinate scheme superimposed over a static graphical image. Thus, in the
case of Raggett I and active map areas in general (e.g., using the “ismap”
attribute and “<figt ” tag), it is the browser application that provides the
interactivity. |

In contrast, the instant ‘906 claims explicitly reqUire the “interactive
processing” to be enabled by an “executable application” that is a separate
application from the browser application.

The instant claimed ‘906 “executable application” that provides the claimed

“interactive processing” is invoked not in response to a user event detected
by the browser (as in the case of Raggett I, supra), but rather in response to
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the browser application parsing an “embed text format” (i.e., an “EMBED”
tag, see col. 12, line 60, ‘906 patent) that is detected within the hypermedia
document when the hypermedia document is first loaded by the browser.

Significantly, the instant claimed “interactive processing” of the ‘906 patent
begins at the moment the browser application parses an “embed text
format” detected within the hypermedia document. The web browser
invokes the claimed “executable application” immediately after an “EMBED"
tag is'parsed and. before the hypermedia document is completely displayed
in the browser-controlled window. The invoked “executable application”
enables the claimed “interactive processing.”

Instant ‘906 independent claims 1 and 6 therefore require an operative
coupling between the‘claimed “executable application” and the clainﬂed
“interactive processing” such that the claimed “interactive processing” must
be enabled by an “executable appliéatidn” that meets five eXplicitIy claimed
requirements: ‘

1. The executable application must be external to the first distributed
multimedia document.

2. The executable application must be automatically invoked by the

browser application when the “embed text format” is parsed by the
browser application.

3. The executable application must execute on the client workstation.

4. The executable application must display the object within the display
area created at the first location within the portion of the first
distributed hypermedia document being displayed in the first browser-
controlled window.
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